TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore HAI RSTON, JERRY SM TH and RUGE ERO, Adninistrative
Pat ent Judges.

RUGE ERO, Adni nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1, 3, 4, 10-14, 19, and 24-29. Pending clains 6-9

stand wi thdrawn from consi deration as being directed to a

! Application for patent filed Decenber 16, 1994.
According to the appellant, the application is a continuation
of application 08/ 026,111, filed March 1, 1993, now abandoned,
which is a continuation-in-part of application 07/774, 1083,
filed Cctober 11, 1991, now abandoned.
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nonel ected invention. dains 2, 5, 15-18, and 20-23 have been
cancel ed.

The clained invention relates to a single gate thin film
transi stor which, according to pages 4-7 of Appellant’s
specification, is structured to noderate the electric field

concentration in the vicinity of corner portions of the gate

el ectr ode.
Caimlis illustrative of the invention and reads as
foll ows:

1. A single gate thin filmtransistor, conprising:
a gate electrode forned on an insulating |ayer and having
opposite sidewal | s;

a dielectric layer formed on said insulating |ayer and
covering upper and side surfaces of said gate el ectrode, said
dielectric layer overlying said gate el ectrode having a
t hi ckness t; and

a polycrystalline silicon |layer fornmed on an upper
surface of said dielectric |ayer, said polycrystalline silicon
| ayer having a channel region forned above said gate el ectrode
and having a pair of inpurity regions fornmed respectively at
opposite sides of said channel region, said channel region
having a | ength equal to or greater than the length of the
gate el ectrodes, and a shape of said channel regi on having no
corners or edges conformng to a shape of the sidewalls of the
gate el ectrode,

an interface between said dielectric |ayer and said
polycrystalline silicon layer lying in a single plane
t hroughout a first region beneath said channel region and a
second regi on extendi ng beyond each said sidewall of said gate
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el ectrode by a distance greater than said thickness t of said
di el ectric layer, wherein

said dielectric layer conprises a first insulating |ayer
formed in contact with said side wall of said gate el ectrode
and has a filmthickness equal to that of said gate el ectrode
and a second insulating |ayer has a flat surface forned on the
surface of this first insulating |ayer.

The Exami ner relies on the follow ng references:

Wi 5, 266, 507 Nov. 30,
1993
(filed May 18, 1992)
I shi kura (Japanese Kokai )? 58- 153371 Sep. 12,
1983
Pol eshuk ( Eur opean) 0, 102, 802 Mar .
14,
1984

Clainms 1, 3, 4, 10-14, 19, and 24-29 stand finally
rejected under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over the
conbi ned t eachi ngs of Pol eshuk, |shikura, and Wi.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is nade to the Briefs® and Answer for the

respective details.

2 A copy of the translation provided by the U S. Patent
and Trademark O fice, March 1996, is included and relied upon
for this decision.

% The Appeal Brief was filed Decenber 27, 1995. 1In
response to the Exam ner’s Answer dated January 31, 1996, a
Reply Brief was filed February 23, 1996 whi ch was acknow edged
and entered by the Exam ner on March 6, 1996.
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OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, Appellant’s
argunments set forth in the Briefs along wwth the Exam ner's
rationale in support of the rejection and argunents in
rebutt al
set forth in the Exam ner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particul ar
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clains 1,
3, 4,
10-14, 19, and 24-29. Accordingly, we reverse.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the Examiner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USPQ@d 1596, 1598 (Fed. Cir. 1988). In
SO
doi ng, the Exami ner is expected to make the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S

1,

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone
teachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories,

I nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.
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deni ed, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. V.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al

part

of conplying with the burden of presenting a prinma facie case
of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. CGr. 1992).

As indicated by the cases just cited, the Exam ner has at
| east two responsibilities in setting forth a rejection under
35 U.S.C. 8 103. First, the Exam ner nust identify all the
di fferences between the clainmed invention and the teachings of
the prior art. Second, the Exam ner nust explain why the
identified differences woul d have been the result of an
obvious nodification of the prior art. In our view, the
Exam ner has not properly addressed his first responsibility
so that it is inpossible that he has successfully fulfilled
his second responsibility.

Wth respect to i ndependent clains 1, 4, 10, 14, 19, and
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24-29, the Exam ner proposes to nodify the conbined transistor
structure teachings of Pol eshuk and Ishikura by relying on W
to supply the mssing offset drain structure. The Exam ner,
however, has never attenpted to show how each of the clained
limtations is suggested by the teachings of the applied prior
art. Further, the Examner’s statenent of the grounds of
rejection is lacking in any rationale as to why the skilled
artisan woul d conbi ne Pol eshuk and Ishi kura. Rather than
pointing to specific information in Pol eshuk and Ishi kura that
woul d suggest their conbination, the Exam ner instead has
descri bed pieceneal simlarities between each of the
references and the clained invention. Nowhere does the

Exam ner identify any suggestion, teaching, or notivation to
conbi ne the Pol eshuk and Ishi kura references nor does the
Exam ner establish any findings as to the | evel of ordinary
skill in the art, the nature of the problemto be solved, or
any ot her factual findings that would support a proper

obvi ousness analysis. See, e.qg., Pro-Md & Tool Co. v. Geat

Lakes Plastics, Inc., 75 F.3d 1568,

37 USPQ2d 1626 (Fed. Cir. 1996).
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Further, it is our view that the Exam ner’s proposed
addition of Wi to the conbi nation of Pol eshuk and I shikura
does not cure the deficiencies of either reference, singly or
i n conmbinati on. Even assum ng arguendo that the recited
limtations of the independent clains are found in the various
references, we find no notivation for nodifying any
conbi nati on of Pol eshuk and Ishikura in the manner suggested
by the Exam ner. There is nothing in the disclosures of
ei ther Pol eshuk or Ishikura to indicate that current |eakage,
the probl em addressed by the offset drain structure of W), was
ever a concern. Further, the Exam ner’s finding (Answer,
pages 4 and 5) that the channel length to gate el ectrode
|l ength relationship is a matter of obvious design choice is
not supported by the record. The nere fact that the prior art
may be nodified in the manner suggested by the Exam ner does
not make the nodification obvious unless the prior art

suggested the desirability of the nodification. 1n re Fritch,

972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. Cr. 1992).
In our view, the only basis for applying Wi's teachings to

Pol eshuk and Ishi kura cones froman i nproper attenpt to
reconstruct Appellant's invention in hindsight.
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In view of the above di scussion, we are in agreenent with
Appel l ant’ s stated position in the Briefs that the Exam ner

has failed to establish a prima facie case of obviousness. As

Appel | ant argues at page 11 of the Brief:

. the rejection is erroneously

predi cated upon an identification

of different features in disparate

ref erences, and an announcenent

of the obvi ousness concl usi on.
Accordingly, since all the limtations of the independent
clainms are not suggested by the applied prior art, we cannot
sustain the Exam ner’s rejection of independent clains 1, 4,
10, 14, 19, and 24-29 and clainms 3 and 11-13 whi ch depend
t her ef rom under
35 U.S.C. § 103.

In summary, we have not sustained the Exam ner’s

rejection of any of the clains under 35 U.S.C. § 103.
Therefore, the decision of the Examner rejecting clains 1, 3,

4, 10-14, 19, and 24-29 is reversed.

REVERSED

KENNETH W HAI RSTON )
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Adm ni strative Patent Judge

BOARD OF PATENT
JERRY SM TH APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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